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DETAILED ACTION 

1 . This Action is in response to the Amendment for Application Number 09/81 1 ,01 1 
received on 3 October 2006. 

2. Claims 1 , 2, 4, 6-24, 28-35 are presented for examination. 

Claim Interpretation 

3. Claim 17 includes the limitation, "to allow network traffic sent to the external 
address to be received by the network driver." 

4. Claim 21 includes the limitation, "to allow said application program to embed the 
WAN address within the network traffic data." 

Any language that suggests or makes optional but does not require steps to be 
performed or does not limit a claim to a particular structure does not limit the scope of a 
claim or claim limitation. See MPEP 2106, section II, subsection C for specific 
examples. 

Claim Rejections - 35 (JSC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claim 1 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
Claim 1 includes the limitation "sending the packet from the first machine to the second 
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machine via the network configuration server ..." Examiner is unable to locate this 
functionality in the instant specification. It is understood by Examiner that the first 
machine is in a private network behind a NAT access point (Figure 4 of the instant 
application), and the second machine is external to the private network. This would 
require the communication to be via the NAT access point and not the server that is 
"external to the private network." 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-37 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

6. Claim 1 recites the limitation, "without breaking a protocol utilized for 
communication between the first and second machines." Claim 1 then recites the 
limitation, "sending the packet from the first machine to the second machine via the 
network configuration server based on at least in part on the network configuration data 
and the destination address". 

It is unclear how the redirection takes place from the server to the second 
machine. Since the network configuration data and the destination address are 
embedded in the data portion of a packet, the packet would have to be decapsulated in 
order for the server to determine where to send the packet. If the packet layers are 
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never "broken" (i.e. without breaking a protocol), the destination address is never shown 
to the server. Therefore, it is unclear to Examiner how such functionality is performed 
"without breaking a protocol" since decapsulation would have to take place for the 
server to determine the address. It is unclear to Examiner how the redirection takes 
place in the server. 

7. Claim 1 includes the limitation "sending the packet from the first machine to the 
second machine via the network configuration server .. ." It is unclear to Examiner how 
the first machine sends the packet through the network configuration server and not a 
NAT access point since the first machine has a private network address that is "subject 
to NAT." 

8. Claim 1 includes "receiving network configuration data that is not subject to 
NAT." The scope of this limitation is unclear. Does it mean that the packet(s) 
containing the network configuration data that are received do not need to be translated 
as they pass through a NAT access point to the first machine? Does it mean the 
configuration data itself, when used by the first machine, does not need to be translated 
when passed through a NAT access point? Examiner is also unclear as to why it 
matters that the network configuration data is not subject to NAT if the data is simply 
used only in the data portion of a packet. Therefore, the network configuration data is 
simply being used as data. Examiner strongly suggests, in addition to clarifying the 
above issues, to use language other than "subject to NAT" as it is unclear what this 
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language means. Using such language also makes unclear whether such subjection to 
NAT is required, therefore raising the issue of whether such limitation has weight. 

9. Claim i includes receiving network configuration data from an external server, 
embedding the network configuration data in a data portion of a packet, and sending the 
packet to a second machine via the server based at least in part on the network 
configuration data and the destination address. 

It is unclear what the point is of the server sending the configuration data to the 
first machine in the first place if all the first machine does is send it directly back to the 
server. The phrase "based at least in part on the network configuration data and the 
destination address" does not explain how the configuration data is used or why it would 
be based on the configuration data to send the configuration data in the data portion no 
less. The phrase is unclear as to how the sending is based on the destination address 
since the destination address is in the data portion of the packet. The claim does not 
say it is in the header of the packet, and it is therefore unclear as to how to base the 
sending on the destination address. There does not appear to be any association 
between the network configuration data and the second machine. In regards to the 
claimed invention, Examiner does not see a reason to have the configuration data since 
it has no functional interrelationship with anything else in the claim. 

10. Claim 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete 
for omitting essential steps, such omission amounting to a gap between the steps. See 
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MPEP § 21 72.01 . The omitted steps are: The claim does not explain the format of the 
packet other than what is included in the data payload. There is no step of how the 
packet is addressed. There is no step including actual network address translation. 
There is no explanation as to how the packet is sent to the second machine via the 
server without breaking a protocol. There is also no step as to how the configuration 
data is used, other than sending it in a packet. 

1 1 . Claim 2 recites the limitation, "for receiving network traffic sent to the network 
address." It is unclear to examiner what is receiving the network traffic. 

12. Claim 6 includes method steps, however, it is unclear where these method steps 
are performed. There is no functional interrelationship between the limitations of the 
claim. Claim 6 includes the limitation, "receiving a request for a first address of a first 
machine on the first network." It is unclear to Examiner what receives the request. 
Claim 6 includes the limitation, "allocating a second address from a server on the 
second network." It is unclear to Examiner what is allocating the address. Claim 6 
includes the limitation, "providing the second network address in response to the 
request." ." It is unclear to Examiner what is providing the second network address. 

13. Claim 6 includes the limitation, "using the second network address in the payload 
of the packet to provide a network configuration for a communications exchange." It is 
unclear to Examiner how using a network address provides a network configuration. 
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14. Claim 6 recites the limitation, "using the second network address in the payload 
of the packet to provide a network configuration for a communications exchange." It is 
unclear as to what is using the second network address, and it is also unclear who it is 
being provided to. 

15. Claim 17 includes method steps, however, it is unclear where these method 
steps are performed. Claim 17 recites the limitation, "allocating an external address on 
an external network." It is unclear what is performing this step. 

16. Claim 17 recites the limitation, "providing the external address to the network 
driver of the first machine using a payload portion of a data packet." It is unclear to 
Examiner as to what is providing the external address. It is also unclear to Examiner 
how the payload portion is used. 

17. Claim 21 includes method steps, however, it is unclear where these method 
steps are performed. Claim 21 includes the limitation, "providing layer based network 
services..." It is unclear to Examiner as to what is providing these layer-based services. 
Claim 21 includes the limitation "executing an application program". It is unclear to 
Examiner as to what is executing the application program. Claim 21 includes the 
limitation, "providing a WAN address to said application program." It is unclear to 
Examiner what is providing the WAN address. 
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18. Claim 28 includes an apparatus performing a process steps. However, certain 
limitations of the cjaim are performed by other devices. For example the fifth limitation 
reads "performing network address translation (NAT) on the packet by the access point 
of the packet origin." It is unclear to Examiner 

19. The amendment filed is insufficient to overcome the Claim Rejections - 35 USC 
§ 103. The rejections are maintained and cited as stated below. 

20. Claims 1 , 2, 4, 6-24, 28-35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Zhang et al. (U.S. Patent Number 6,381,646) in view of Molitor (U.S. 
Patent Number 6,661,799). 

21 . Zhang and Molitor were applied for claims' rejection, cited in the previous Office 
Action, which are applicable, hereby incorporated by references. 

Response to Arguments 

Applicant's arguments and amendments filed on 10/03/2006 have been carefully 
considered but they are not deemed fully persuasive. 

Since the claims are still replete with claim objections and 112 rejections, 
Examiner cannot reasonably define the scope of the invention. Therefore, Applicant's 
arguments are noted, however Examiner maintains the views previously provided. The 
rejection issued in the Final Office Action mailed 06/10/2005 remains applicable for 
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rejecting the claims as they are currently presented, and is therefore incorporated by 
reference. 

It is noted that the Applicant has made no attempt to show why each and every 
amendment made to the claims have any sort of patentable novelty or advantage. 
Applicant makes general arguments that the prior art does not disclose certain 
limitations. Examiner is not persuaded by arguments that simply state that the prior art 
does not disclose a limitation without an explanation of why the art does not disclose the 
limitation. 

MPEP 714.04 states: 

"In the consideration of claims in an amended case where no attempt is made to 
point out the patentable novelty, the claims should not be allowed. See 37 CFR 1.111 
and MPEP 714.02." 

Therefore, the case is not in condition for allowance. 

It is the Examiner's position that Applicant has not yet submitted claims drawn to 
limitations, which define the operation and apparatus of Applicant's disclosed invention 
in a manner, which distinguishes over the prior art. 

Failure for Applicant to significantly narrow definition/scope of the claims and 

* 

supply arguments commensurate in scope with the claims implies the Applicant intends 
broad interpretation be given to the claims. The Examiner has interpreted the claims 
with scope parallel to the Applicant in the response and reiterates the need for the 
Applicant to more clearly and distinctly define the claimed invention. 

Conclusion 
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Examiner's Note: Examiner has cited particular columns and line numbers in 
the references applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and are 
applied to specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the Examiner. 

In the case of amending the claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Bret Dennison whose telephone number is (571) 272- 
3910. The examiner can normally be reached on M-F 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A Wiley can be reached on (571) 272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

J. B. D. 

Patent Examiner 
Art Unit 2143 




